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DETAILED ACTION 

1. Claims 1-29 are presented for examination. 

Priority 

2. No priority claims have been made. 

3. The effective filing date for the subject matter defined in the pending claims in 
this application is 12/29/2000. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 35 1(a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

5. Claims 1-29 are rejected under 35 U.S.C. 102(e) as being anticipated by Arnold 
(U.S. Patent Number 6,275,848). 

6. Regarding claim 1 , Arnold disclosed a method for automatically managing an 
electronic mail server application on a host computer, said method comprising the steps 
of: checking an electronic mail message against a predetermined criteria; and compacting 
the electronic mail message if the predetermined criteria is satisfied (Abstract, Figure 2, 
column 2 lines 42-50, column 3 lines 39-56, column 4 lines 6-23). 

7. Regarding claim 2, Arnold disclosed a method wherein the step of checking is 
performed when the electronic mail message is received by the electronic mail server 
application [message switch] (Figures 1-2, column 2 lines 27-37, column 3 lines 45-50). 
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8. Regarding claim 3, Arnold disclosed a method wherein the step of checking is 
performed periodically on the host computer (column 2 lines 42-50, column 4 lines 9-19). 

9. Regarding claim 4, Arnold disclosed a method wherein the electronic mail 
message is an inbound mail message addressed to a user served by the electronic mail 
server application (column 4 lines 6-24). 

10. Regarding claim 5, Arnold disclosed a method wherein the electronic mail 
message is an outbound mail message sent from a user served by the electronic mail 
server application (column 4 lines 6-24). 

1 1 . Regarding claim 6, Arnold disclosed a method wherein the predetermined criteria 
comprises a total message size (column 4 lines 12-19). 

12. Regarding claim 7, Arnold disclosed a method wherein the predetermined criteria 
comprises an attachment size [configurable factors] (column 1 lines 45-57, column 4 
lines 12-17, lines 64-67). 

13. Regarding claim 8, Arnold disclosed a method wherein the predetermined criteria 
comprise an attachment type [configurable factors] (column 5 lines 16-18, column 4 lines 
12-17). 

14. Regarding claim 9, Arnold disclosed a method wherein the predetermined criteria 
comprise an expected compression ratio [configurable factors] (column 1 lines 45-57, 
column 4 lines 12-17). 

15. Regarding claim 10, Arnold disclosed a method wherein the step of compacting 
comprises the step of compressing the electronic mail message (column 2 lines 42-50, 
column 3 lines 57-60). 
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16. Regarding claim 11, Arnold disclosed a method wherein the electronic mail 
message comprises a message body and an attachment, and wherein the step of 
compacting comprises the steps of: detaching the attachment from the electronic mail 
message; saving the attachment to a location on a second computer; and inserting an 
index in the electronic mail message in place of the attachment (column 2 lines 27-50, 
column 3 lines 52-56, column 4 lines 6-23). 

17. Regarding claim 12, Arnold disclosed a method wherein the second computer is 
the host computer (column 3 lines 52-56). 

18. Regarding claim 13, Arnold disclosed a method wherein the second computer is a 
local computer (column 3 lines 52-56). 

19. Regarding claim 14, Arnold disclosed a method wherein the index is a uniform 
resource locator associated with the location of the attachment on the second computer 
(column 3 lines 57-62, column 4 lines 30-42). 

20. Regarding claim 15, Arnold disclosed a method further comprising the step of 
compressing the attachment (column 1 lines 38-41). 

21 . Regarding claim 16, Arnold disclosed a method for reducing a size of an 
electronic mail message comprising an attachment, wherein said electronic mail message 
and said attachment are retrievable using an electronic mail application, said method 
comprising the steps of exporting the attachment to a location on a computer; deleting the 
attachment from the electronic mail message; and inserting an index in the electronic 
mail message, wherein said index indicates the location of the attachment on the 
computer (column 2 lines 27-50, column 3 lines 52-62, column 4 lines 6-23, lines 30-42). 
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22. Regarding claim 17, Arnold disclosed a method wherein the index comprises a 
universal resource locator associated with the location of the attachment on the computer 
(Figure 4, column 3 lines 57-62, column 4 lines 30-42, column 5 lines 18-24). 

23. Regarding claim 18, Arnold disclosed a method wherein the electronic mail 
application is run on the computer (Figure 4, column 3 lines 40-56). 

24. Regarding claim 19, Arnold disclosed a method wherein the electronic mail 
application is run on a second computer (Figures 1 and 4, column 3 lines 40-56). 

25. Regarding claim 20, Arnold disclosed a method wherein the second computer is 
accessible via the world-wide web (Figures 1 and 4, column 3 lines 40-62). 

26. Regarding claims 21-29, the limitations of claims 21-29 are similar to the 
limitations of claims 1 and 4-9, and thus these claims are rejected using the same 
rationale. 

27. Since all the limitations of the claimed invention were disclosed by Arnold, 
claims 1-29 are rejected. 

Claim Rejections - 35 USC § 103 

28. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

29. Claims 1-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Beyda et al. (U.S. Patent No. 6,275,850), hereinafter referred to as Beyda, in view of 
Pollack (U.S. Patent Number 6,505,236). 
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30. Regarding claim 1, Beyda disclosed a method for automatically managing an 
electronic mail server application on a host computer, said method comprising the steps 
of checking an electronic mail message against a predetermined criteria (Figure 3, 
column 2 lines 42-63). 

3 1 . Beyda taught the invention substantially as claimed. However, Beyda did not 
expressly teach compacting the electronic mail message if the predetermined criterion is 
satisfied. 

32. Beyda suggested exploration of art and/or provided a reason to modify the method 
with the compacting the electronic message feature (Figure 3, column 1 lines 49-55). 

33. Pollack disclosed a method for compacting the electronic mail message (Abstract, 
Figures 1-4, column 2 lines 1 1-25, column 4 lines 24-39). 

34. It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to modify the method of Beyda with the teachings of Pollack to 
include the compacting feature in order to eliminate potential bandwidth bottleneck 
(Pollack column 4 lines 24-29) since downloading a single email message with a large 
attached file may take several minutes (column 1 lines 49-55). 

35. Regarding claim 2, Beyda and Pollack combined disclose a method wherein the 
step of checking is performed when the electronic mail message is received by the 
electronic mail server application (Beyda, Figure 3, column 2 lines 42-50, column 4 lines 
9-23; Pollack, Figures 1-4, column 2 lines 9-25). 

36. Regarding claim 3, Beyda and Pollack combined disclose a method wherein the 
step of checking is performed periodically on the host computer (Beyda, Figure 3, 
column 2 lines 42-50, column 4 lines 9-23; Pollack, Figures 1-4, column 2 lines 9-25). 
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37. Regarding claim 4, Pollack disclosed a method wherein the electronic mail 
message is an inbound mail message addressed to a user served by the electronic mail 
server application (column 2 lines 1 1-25, column 3 lines 13-25). 

38. Regarding claim 5, Pollack disclosed a method wherein the electronic mail 
message is an outbound mail message sent from a user served by the electronic mail 
server application (column 2 lines 1 1-25, column 3 lines 13-25). 

39. Regarding claim 6, Beyda disclosed a method wherein the predetermined criteria 
comprise a total message size (Figure 3 sign 58, column 2 lines 51-63, column 4 lines 36- 
61). 

40. Regarding claim 7, Beyda disclosed a method wherein the predetermined criteria 
comprise an attachment size (Figure 3 sign 58, column 2 lines 51-63, column 4 lines 36- 
61). 

41 . Regarding claim 8, Beyda disclosed a method wherein the predetermined criteria 
comprise an attachment type (Figure 3 sign 62, column 2 lines 51-63, column 3 lines 4- 
13). 

42. Regarding claim 9, Beyda disclosed a method wherein the predetermined criteria 
comprise an expected compression ratio (Figure 3 sign 58, column 2 lines 51-63, column 
6 lines 29-49). 

43. Regarding claim 10, Pollack disclosed a method wherein the step of compacting 
comprises the step of compressing the electronic mail message (column 2 lines 1 1-25, 
column 5 lines 44-50). 

44. Regarding claim 11, Pollack disclosed a method wherein the electronic mail 
message comprises a message body and an attachment, and wherein the step of 



Application/CWTtrol Number: 09/750,138 w Page 8 

Art Unit: 2144 

compacting comprises the steps of: detaching the attachment from the electronic mail 
message; saving the attachment to a location on a second computer; and inserting an 
index in the electronic mail message in place of the attachment (Abstract, Figures 1-4, 
column 2 lines 1 1-25, column 3 lines 13-25, column 5 lines 17-36). 

45. Regarding claim 12, Pollack disclosed a method wherein the second computer is 
the host computer (column 4 lines 24-38, column 5 lines 56-67, column 7 lines 48-51). 

46. Regarding claim 13, Pollack disclosed a method wherein the second computer is a 
local computer (column 4 lines 24-38, column 5 lines 56-67, column 7 lines 48-51). 

47. Regarding claim 14, Pollack disclosed a method wherein the index is a uniform 
resource locator associated with the location of the attachment on the second computer 
(column 5 lines 17-26). 

48. Regarding claim 15, Pollack disclosed a method further comprising the step of 
compressing the attachment (Abstract, column 2 lines 1 1-25, column 5 lines 44-50). 

49. Regarding claim 16, Pollack disclosed a method for reducing a size of an 
electronic mail message comprising an attachment, wherein said electronic mail message 
and said attachment are retrievable using an electronic mail application, said method 
comprising the steps of exporting the attachment to a location on a computer; deleting the 
attachment from the electronic mail message; and inserting an index in the electronic 
mail message, wherein said index indicates the location of the attachment on the 
computer (Abstract, Figures 1-4, column 2 lines 1 1-25, column 3 lines 13-25, column 5 
lines 17-36). 
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50. Regarding claim 17, Arnold disclosed a method wherein the index comprises a 
universal resource locator associated with the location of the attachment on the computer 
(Figure 4, column 3 lines 57-62, column 4 lines 30-42, column 5 lines 18-24). 

51 . Regarding claim 18, Beyda and Pollack disclosed a method wherein the 
electronic mail application is run on the computer (Beyda, Figures 1-2, column 3 lines 1- 
67, column 4 lines 9-23; Pollack Figure 4 sign 218, column 7 lines 36-50). 

52. Regarding claim 19, Beyda and Pollack disclosed a method wherein the electronic 
mail application is run on a second computer (Beyda, Figures 1-2, column 3 lines 1-67, 
column 4 lines 9-23; Pollack Figures 1 and 4, column 3 lines 40-56, column 7 lines 36- 



53. Regarding claim 20, Beyda and Pollack disclosed a method wherein the second 
computer is accessible via the world-wide web (Beyda, column 4 lines 1-8; Pollack, 
column 5 lines 56-67). 

54. Regarding claims 21-29, the limitations of claims 21-29 are similar to the 
limitations of claims 1 and 4-9, and thus these claims are rejected using the same 



55. Since all the limitations of the claimed invention were disclosed by the 
combination of Beyda and Pollack, claims 1-29 are rejected. 



56. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

57. Refer to the enclosed PTO-892 for details and listings of pertinent prior art of 
record. 



50). 



rationale. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tarn (Jenny) Phan whose telephone number is (703) 305- 
4665. The examiner can normally be reached on M-F 9.00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack Harvey can be reached on (703) 305-9705. The fax phone numbers for 
the organization where this application or proceeding is assigned are (703) 746-7239 for 
regular communications and (703) 746-7238 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 



3900. 



Jack Harvey 
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